
of 



United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United Suites Patent and Trademark Office 
Addrwt: COMMISSIONER FOR PATENTS 
P.O. Bex 1450 

Alexandria, Virginia 22313-1450 
www.nsp4o.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/821,570 




03/29/2001 


Thomas C. Mesing 


13DV 14029 


3495 


29399 7590 


08/18/2003 









JOHN S. BEULICK 
C/O ARMSTRONG TEASDALE LLP 
ONE METROPOLITAN SQUARE 
SUITE 2600 

ST. LOUIS, MO 63102-2740 



EXAMINER 



COMPTON, ERIC B 



ART UNIT 


PAPER NUMBER 


3726 

DATE MAILED: 08/18/2003 


1* 





Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Application No. ^ Applicant(s) 
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Examiner Art Unit 

Eric B. Compton 3726 

- The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 CFR 1.704(b). 

Status 

1 )D Responsive to communication(s) filed on 09 July 2003 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) ^ Claim(s) 11.13-15 and 17-20 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 11.13-15 and 17-20 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) D The proposed drawing correction filed on is: a)Q approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)DAII b)D Some*c)D None of: 

1 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) ^ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) CD Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) D Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 



Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent 3,781 ,205 to Cairns et al in view of WO 98/58986 to McDonald et al (T&N 
Technology Ltd). 

Cairns et al disclose a method for manufacturing a bearing element comprising 
the steps of: forming a plurality of layers (see col. 3, lines 21-23), wherein the first layer 
is formed from a plurality of materials (a combination of two or more different materials 
fibers, see col 2. lines 26-29), and the second layer (a single layer of fiber, see col. 2, 
lines 21-22) is formed against the first layer and is formed from a single material, 
wherein the fibers include may carbon or graphite fibers, (see col. 2, lines 23-35); 

forming a bearing element form the plurality of layers; and 

impregnating the bearing element with a resin comprising fine particles of a solid 
lubricant (see col. 4, lines 30-35). The resin may be polyimide (see col. 4. lines 18-20). 
Furthermore, the fine particles may include PTFE (see col. 4, lines 41-44). 
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Cairns et al specifically, note "The low friction characteristics of such a structure 
are enhanced by utilizing particulate PTFE, with or without one or more particulate filler 
material, as solid lubricants." (col. 4, lines 58-61). 

However, Cairns et al do not disclose plasma etching the bearing layers prior to 
bonding (i.e., impregnating step). 

McDonald et al disclose a method of manufacturing a bearing element 
comprising: a layer of PTFE and a matrix material, including polyimide (see page 6, line 
7). "Where adhesives are used, the bearing materials may require a pre-treatment such 
as chemical etching, plasma pre-treatment, irradiation, or the use of chemical coupling 
agents or adhesion promoters for example prior to the application of adhesive." Page 9, 
lines 13-17 (emphasis added). 

Regarding claim 1 1 , it would have been obvious for one of ordinary skill in the art 
at the time of invention, to have formed the bearing of Cairns et al by plasma-etching 
the bearing layers prior to bonding, in light of the teachings of McDonald et al, in order 
to improve bonding of the PTFE. 

3. Claims 11, 13-15, 17, 19, and 20, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over GB 2,095,170 to Stanley et al in view of US Patent 3,781,205 to 
Cairns et al and WO 98/58986 to McDonald et al (T&N Technology Ltd). 

Stanley et al disclose a method for manufacturing a bearing element comprising 
the steps of: forming a plurality of layers (12,14), wherein the first layer (glass fibers with 
Teflon, 12) and a second layer (glass fibers, 14); forming a bearing element form the 
plurality of layers; and impregnating the bearing element with a polyimide. 
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However, Stanley et al do not disclose that the polyimide resin comprises PTFE 
particles. 

Cairns et al disclose the invention above, specifically forming a multi-layered 
composite bearing impregnated with a polyimide resin having PTFE particles. Cairns et 
al specifically, note "The low friction characteristics of such a structure are enhanced by 
utilizing particulate PTFE, with or without one or more particulate filler material, as solid 
lubricants." (col. 4, lines 58-61). 

It would have been obvious for one of ordinary skill in the art at the time of 
invention, to have formed the bearing of Stanley et al using a polyimide resin comprising 
PTFE particles, in light of the teachings of Cairns et al, in order to provide an enhanced 
bearing structure. 

However, Stanley et al/Cairns et al do not disclose plasma etching the bearing 
layers prior to bonding (i.e., impregnating step). 

McDonald et al disclose a method of manufacturing a bearing element 
comprising: a layer of PTFE and a matrix material, including polyimide (see page 6, line 
7). "Where adhesives are used, the bearing materials may require a pre-treatment such 
as chemical etching, plasma pre-treatment, irradiation, or the use of chemical coupling 
agents or adhesion promoters for example prior to the application of adhesive." Page 9, 
lines 13-17 (emphasis added). 

Regarding claim 1 1 , it would have been obvious for one of ordinary skill in the art 
at the time of invention, to have formed the bearing of Stanley et al/Cairns et al by 
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plasma-etching the bearing layers prior to bonding, in light of the teachings of McDonald 
et al, in order to improve bonding of the PTFE. 

Regarding claim 13, Stanley et al disclose that the first and thirds layers (12) 
comprises the first material (glass fibers with Teflon fibers), and the second layer (14) 
comprises the second material (glass fibers). Cairns et al disclose two or more materials 
may be used. 

Regarding claim 14, Stanley et al disclose that the layers are woven fabric (col 1 , 
lines 120-125). Cairns et al disclose that the layers are may be braided or woven (col. 3, 
lines 24-25). 

Regarding claim 15, Stanley et al disclose that weaves are known in the art (col 
2, lines 75-84) and that various interweaving can be utilized for various strength 
characteristics. Therefore, a skill artisan would have found it obvious to use a braided 
layer, since braids are a well-known weave design. Cairns et al disclose that the layers 
are may be braided or woven (col. 3, lines 24-25). 

Regarding claim 17, Stanley et al disclose that layers may impregnated or 
bonded together with an epoxy. 

Regarding claim 19, quartz is essentially naturally occurring glass fiber. 
Therefore, a skilled artisan would have found it obvious to use either, since it has been 
held to be within the general skill of a worker in the art to select a known material on the 
basis of its suitability for the intended use as a matter of obvious design choice. In re 
Leshin, 125 USPQ416. 
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Regarding claim 20, Official Notice is taken that silane is a well-known coupling 
agent. Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to have used a silane coupling agent, in light of the 
Official Notice taken, in order to secure the bearing to a support. 
4. Claims 11, 13-15, 17, 19, and 20, are rejected under 35 U.S.C. 103(a) as being 
unpatentable over GB 2,095,170 to Stanley et al in view of US Patent 4,1 1 1 ,499 to 
McCloskey and WO 98/58986 to McDonald et al (T&N Technology Ltd). 

Stanley et al disclose a method for manufacturing a bearing element comprising 
the steps of: forming a plurality of layers (12,14), wherein the first layer (glass fibers with 
Teflon, 12) and a second layer (glass fibers, 14); forming a bearing element form the 
plurality of layers; and impregnating the bearing element with a polyimide. 

However, Stanley et al do not disclose that the polyimide resin comprises PTFE 
particles. 

McCloskey discloses a method for manufacturing a bearing comprising fibers (4) 
impregnated with polyimide resin matrix having a random dispersion of 
polytetrafluoroethylene (Teflon) particles (see Figure 3). McCloskey discloses that the 
bearing material "includes a dry self-lubricating material for providing a low sliding 
friction surface, and which is wear resistant under heavy and constant loads and in 
further capable if operating in a hostile environment ..." (col 1 , lines 45-50). 

It would have been obvious for one of ordinary skill in the art at the time of 
invention, to have formed the bearing of Stanley et al using a polyimide resin comprising 
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PTFE particles, in light of the teachings of McCloskey, in order to provide a better 
friction surface in hostile environments. 

McCloskey discloses chemical etching prior to impregnating the layers in order to 
improve the bonding quality. See Col. 5, lines 28-46. However, Stanley et al/McCloskey 
do not disclose plasma etching the bearing layers prior to bonding (i.e., impregnating 
step). 

McDonald et al disclose a method of manufacturing a bearing element 
comprising: a layer of PTFE and a matrix material, including polyimide (see page 6, line 
7). "Where adhesives are used, the bearing materials may require a pre-treatment such 
as chemical etching, plasma pre-treatment irradiation, or the use of chemical coupling 
agents or adhesion promoters for example prior to the application of adhesive." Page 9, 
lines 13-17 (emphasis added). 

Regarding claim 1 1 , it would have been obvious for one of ordinary skill in the art 
at the time of invention, to have formed the bearing of Stanley et al/McCloskey et al by 
plasma-etching the bearing layers prior to bonding, in light of the teachings of McDonald 
et al, in order to improve bonding of the PTFE. 

Regarding claim 13, Stanley et al disclose that the first and thirds layers (12) 
comprises the first material (glass fibers with Teflon fibers), and the second layer (14) 
comprises the second material (glass fibers). 

Regarding claim 14, Stanley et al disclose that the layers are woven fabric (col 1 , 
lines 120-125). 
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Regarding claim 15, Stanley et al disclose that weaves are known in the art (col 
2, lines 75-84) and that various interweaving can be utilized for various strength 
characteristics. Therefore, a skill artisan would have found it obvious to use a braided 
layer, since braids are a well-known weave design. 

Regarding claim 17, Stanley et al disclose that layers may impregnated or 
bonded together with an epoxy. 

Regarding claim 19, quartz is essentially naturally occurring glass fiber. 
Therefore, a skilled artisan would have found it obvious to use either, since it has been 
held to be within the general skill of a worker in the art to select a known material on the 
basis of its suitability for the intended use as a matter of obvious design choice. In re 
Leshin, 125 USPQ416. 

Regarding claim 20, Official Notice is taken that silane is a well known coupling 
agent. Therefore, it would have been obvious to one having ordinary skill in the art at 
the time the invention was made to have used a silane coupling agent, in light of the 
Official Notice taken, in order to secure the bearing to a support. 
5. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Stanley 
et al/Cairns et al/McDonald et al as applied to claim 17 above, and further in view of US 
Patent 3,873,168 to Viola et al. 

Stanley et al/Cairns et al/McDonald et al disclose the invention cited above. 
However, they do not disclose the substituting carbon fibers for glass fibers. 

Viola discloses a bearing formed almost identical to that of the Stanley et al 
comprising: forming a plurality of layers (12,14) from a combination of a first material 
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(graphite fibers, 12) and a second material (glass fibers, 14); forming a bearing element 
form the plurality of layers; and impregnating the bearing element with a polyimide resin. 

Regarding claim 18, it would have been obvious for one of ordinary skill in the art 
at the time of invention, to have formed the bearing of Stanley et al/Cairns et 
al/McDonald et al using carbon fibers, in light of the teachings of Viola et al, in order to 
provide a more wear resistant bearing (col. 3, line 40). 

6. Claim 18 is rejected under 35 U.S.C. 103(a) as being unpatentable over Stanley 
et al/McCloskey/McDonald et al as applied to claim 17 above, and further in view of US 
Patent 3,873,168 to Viola et al. 

Stanley et al/McCloskey/McDonald et al disclose the invention cited above. 
However, they do not disclose the substituting carbon fibers for glass fibers. 

Viola discloses a bearing formed almost identical to that of the Stanley et al 
comprising: forming a plurality of layers (12,14) from a combination of a first material 
(graphite fibers, 12) and a second material (glass fibers, 14); forming a bearing element 
form the plurality of layers; and impregnating the bearing element with a polyimide resin. 

Regarding claim 18, it would have been obvious for one of ordinary skill in the art 
at the time of invention, to have formed the bearing of Stanley et 
al/McCloskey/McDonald et al using carbon fibers, in light of the teachings of Viola et al, 
in order to provide a more wear resistant bearing (col. 3, line 40). 
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Response to Arguments 

7. Applicant's arguments filed July 9, 2003, have been fully considered but they are 
not persuasive. 

Applicant amended the claims to include the limitation regarding plasma etching 
the layers and argues that the prior art does not teach this step. However, while the 
prior art, previously relied on, does not explicitly disclose this feature, it is nonetheless 
known in the art. McCloskey, in particular and previously relied on, discloses chemical 
etching prior to impregnating the layers in order to improve the bonding quality. See Col. 
5, lines 28-46; See also U.S. Pat. 2,809,130, Col. 2, lines 32-35 (disclosing chemical 
pre-treatment). Chemical etching is analogous to plasma etching as taught by 
McDonald et al, above. In addition, the prior art clearly suggests etching including 
plasma etching to improve bonding of PTFE layers in the art of bearing and laminates. 
See the prior art cited below. 

Therefore, the rejections above are valid. 
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Prior Art References 

The prior art references listed on the enclosed PTO-892, but not used in a 
rejection of the claims, are cited for their teachings of forming plain bearings. 

U.S. Pat. 3,829,324 to Blais et al discloses treating a substrate with electrical 
discharge including plasma and corona discharge to treat a substrate to improve 
bonding. See Col. 2, lines 30-33. 

U.S. Pat. 3,865,665 to Marion discloses a method of producing multi-layer flat 
film. A pretreatment, comprising corona discharge (e.g., plasma discharge) is preformed 
to render "the substrate more receptive to bonding." See Cols. 7-8, lines 59-10. 

JP 07-238270 (AS HAH I GLASS CO) discloses treating a fluoro-resin with corona 
discharge to improve bonding. 

WO 98/58986 to McDonald et al discloses pretreatment including plasma etching 
to improve adhesive properties on laminate plain bearing materials. See Page 9, lines 
13-17. 

Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eric B. Compton whose telephone number is (703) 305- 
0240. The examiner can normally be reached on M-F, 9-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory M. Vidovich can be reached on (703) 308-1513. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
872-9302 for regular communications and (703) 872-9303 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
1148. 
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